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DETAILED ACTION 



1 . This action is responsive to communications: application, filed 6/4/99; after-final 
amendment filed 3/11/03. 

2. Claims 1-20 are pending in the case. Claims 1, 7, and 13 are independent 
claims. 



3. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-5, 7-8, and 1 1-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cass , US Patent 5,692,073, 11/25/97. 

In reference to claim 1 , Cass teaches a method in which a processor is provided 
with first and second document images where the first image represents an instance of 
a reference document to which instance a mark has been added. See column 1, lines 
37-67 through column 4, lines 1-17. Cass's method comprises the following: 
-A reference document that has an associated set of active elements. The active 
elements are associated with at least one action. The active elements in the document 
is obtained and made available to the processor. The reference document serves as 



Response to Arguments 



Claim Rejections - 35 USC § 103 
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the original document image without the mark. See columns 1-2. Compare to "storing 
a first communication as data in a database, the storing utilizing software 
configured to save an identifier code associated with the first communication 
data in the database; associating at least a portion of the first communication 
together with the identifier code on a substrate. " 

-Storing a first document image comprising digital image data in a database. See 
column 1-2. The first image represents an instance of a reference document to which a 
mark has been added. Compare to "changing the first communication on the 
substrate to form a second communication which is different from the first 
communication. " 

-Scanning a hardcopy instance of the first document to produce an instance of a 
reference hypertext document to which instance a mark has been added. Interpreting 
any active elements indicated in the document. See columns 3-4 and abstract. 
Compare to "scanning the second communication and the identifier code with a 
scanning machine to digitize the second communication and the identifier code." 
-Storing the marked document in a database. See column 8, lines 20-29. 
-Providing the processor with a set of active elements for the reference (unmarked) 
document and extracting from the marked image a set of pixels representing the mark. 
The processor interprets the extracted set of pixels representing the mark by 
determining whether the mark indicates any of the active elements of the reference 
document. Performing a reference-based mark extraction technique in which the 
unmarked document serves as a reference image and in which substantially the entirety 
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of the marked document image is compared with substantially the entirety of the 
unmarked document does this. See column 3-4. Compare to "extracting information 
from ttie digitized identifier code with a processor. . .comparing ttie digitized 
second communication with the data of the first communication to identify 
differences between the second communication and the first communication". 

Cass's system utilizes active elements within the reference (unmarked) 
document as a way of identifying if a mark on the other document. Cass teaches that 
typically paper-based systems utilize an identification number that uniquely corresponds 
to a particular type of form being used or specially coded infomnation, such as a pattern 
of data glyphs or a bar code, included in the form is transmitted with the image. The 
computer can be programmed to seek coded information at the location within the 
received image and use the coded information together with additional information to 
identify what kind of form has been sent and to determine what is to be done in 
response to the boxes checked by the user. Cass goes on to teach a new approach of 
using active elements to identify specially coded information that is unlimited in 
appearance and layout of forms they support. Cass teaches using an identifier in the 
form of an active element to describe different portions of the document thus it would 
have been obvious to one of ordinary skill in the art at the time of the invention to utilize 
identifier codes as suggested by Cass. 

In reference to claim 2, Cass teaches making a mark on the reference document 
to form a second marked document. See columns 3-4. 
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In reference to claim 3, Cass teaches producing a difference document in which 
the differences between the reference document and the marked document are 
outputted. See column 13, lines 65-67 and column 14 lines 1-7. See also figures 10- 
12. 

In reference to claim 4, Cass teaches producing a difference document in which 
the differences between the reference document and the marked document are 
outputted. See column 13, lines 65-67 and column 14 lines 1-7. See also figures 10- 
12. 

In reference to claim 5, Cass teaches using a scanner to digitize the document 
and send it to the processor. While Cass does not explicitly state using a hand-held 
scanner, it was well known in the art at the time of the invention to utilize hand-held 
scanners as a means for digitizing documents. See column 7, lines 61-67 and column 
8, lines 1-11. 

In reference to claim 7, Cass teaches storing multiple document instances in a 
database. See column 8, lines 20-29. Each image has a marked document instance 
which consists of references to active elements. Similar documents are indexed 
together. Cass further teaches that if the document is coded with a machine-readable 
code such as a data glyph or barcode, the machine-readable code can be used as the 
index of the document. See column 1 1 , lines 20-26. Compare to "providing a 
database tiaving multiple versions . . .having different version specific codes". 

Cass teaches that an image of a marked document can be produced in a 
hardcopy document. The document can be coded with a machine-readable code such 



Application/Control Number: 09/325,910 Page 6 

Art Unit: 2176 

as a barcode that is used to index the document. See column 8, lines 20-29 and 
column 1 1 , lines 20-26. Compare to "forming a hard copy. . .having the version 
specific code provided thereon in machine-readable format" 

Cass further teaches that the machine-readable code is used to retrieve the 
appropriate reference document from the collection of documents given a marked 
document instance. The machine-readable format is read using a code-reading 
machine such as a scanner or fax machine. He teaches providing the processor with a 
set of active elements for the reference (unmarked) document and extracting from the 
marked image a set of pixels representing the mark. The processor interprets the 
extracted set of pixels representing the mark by determining whether the mark indicates 
any of the active elements of the reference document. Performing a reference-based 
mark extraction technique in which the unmarked document serves as a reference 
image and in which substantially the entirety of the marked document image is 
compared with substantially the entirety of the unmarked document does this. See 
column 3-4. Compare to "reading the machine-readable format . .providing the 
document specific code and version specific code. . .wherein the second version 
is different than the first version." 

Cass's system utilizes active elements within the reference (unmarked) 
document as a way of identifying if a mark on the other document. Cass teaches that 
typically paper-based systems utilize an identification number that uniquely corresponds 
to a particular type of form being used or specially coded information, such as a pattern 
of data glyphs or a bar code, included in the form is transmitted with the image. The 
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computer can be programmed to seek coded information at the location within the 
received image and use the coded information together with additional information to 
identify what kind of form has been sent and to determine what is to be done in 
response to the boxes checked by the user. Cass goes on to teach a new approach of 
using active elements to identify specially coded information that is unlimited in 
appearance and layout of forms they support. Cass teaches using an identifier in the 
form of an active element to describe different portions of the document thus it would 
have been obvious to one of ordinary skill in the art at the time of the invention to utilize 
identifier codes as suggested by Cass. 

In reference to claim 8, Cass teaches producing a difference document that 
shows the differences between the two versions of the document. See figures 10-12. 

In reference to claim 1 1 , Cass teaches using active elements. A reference 
document has an associated set of active elements. The active elements are 
associated with at least one action. The active elements in the document is obtained 
and made available to the processor. Upon receiving a marked document instance, the 
document is indexed into the stored document collection. The image is then retrieved 
and the active elements are extracted (using mark extraction). The extracted marks are 
interpreted according to the nearby active elements. Cass teaches that an image of a 
marked document can be produced in a hardcopy document. The document can be 
coded with a machine-readable code such as a barcode that is used to index the 
document. See column 8, lines 20-29 and column 1 1 , lines 20-26. Cass teaches that 
typically paper-based systems utilize an identification number that uniquely corresponds 
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to a particular type of form being used or specially coded information, such as a pattern 
of data glyphs or a bar code, included in the form is transmitted with the image. The 
computer can be programmed to seek coded information at the location within the 
received image and use the coded information together with additional information to 
identify what kind of form has been sent and to determine what is to be done in 
response to the boxes checked by the user. Cass goes on to teach a new approach of 
using active elements to identify specially coded information that is unlimited in 
appearance and layout of forms they support. See column 2. Cass teaches using an 
identifier in the form of an active element to describe different portions of the document 
(compare to "hard copy has some component-identifying codes. . .machine- 
readable code of the component-identifying codes on the hard copy is read by 
the code-reading machine". Since Cass teaches versioning documents based on the 
encoded active elements that determine variations in common documents, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to utilize 
different component-identifying codes to identify sub-components and versions of the 
subcomponents. 

In reference to claim 13, Cass teaches storing multiple document instances in a 
database. See column 8, lines 20-29. Each image has a marked document instance 
which consists of references to active elements. Similar documents are indexed 
together. Cass further teaches that if the document is coded with a machine-readable 
code such as a data glyph or barcode, the machine-readable code can be used as the 
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index of the document. See column 1 1 , lines 20-26. Compare to "storing multiple 
versions of a communication in a database", 

Cass teaches storing a reference document (unmarked document) in the 
database. He also teaches storing a marked document image comprising digital image 
data in a database. See column 1-2. The first image represents an instance of a 
reference document to which a mark has been added. See column 8, lines 20-29. 
Compare to "saving the first version of the communication. . .fetching the first 
version of the communication. . .changing at least a portion of the first version to 
form a second version. . .saving the second version . .identifier code associated 
with the second version of the communication". 

Cass further teaches providing the processor with a set of active elements for the 
reference (unmarked) document and extracting from the marked image a set of pixels 
representing the mark. The processor interprets the extracted set of pixels representing 
the mark by determining whether the mark indicates any of the active elements of the 
reference document. Performing a reference-based mark extraction technique in which 
the unmarked document serves as a reference image and in which substantially the 
entirety of the marked document image is compared with substantially the entirety of the 
unmarked document does this. See column 3-4. Compare to "retrieving a selected 
one of the first and second versions. . .providing the published first identifier 
code. . .compare the first and second data sets" Jill 

In reference to claim 14, Cass teaches that typically paper-based systems utilize 
an identification number that uniquely corresponds to a particular type of form being 
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used or specially coded information, such as a pattern of data glyphs or a bar code, 
included in the form is transmitted with the image. The computer can be programmed 
to seek coded information at the location within the received image and use the coded 
information together with additional information to identify what kind of form has been 
sent and to determine what is to be done in response to the boxes checked by the user. 
Cass goes on to teach a new approach of using active elements to identify specially 
coded information that is unlimited in appearance and layout of forms they support. See 
column 2. Cass teaches using an identifier in the form of an active element to describe 
different portions of the document. 

In reference to claims 15 and 17, Cass teaches that typically paper-based 
systems utilize an identification number that uniquely corresponds to a particular type of 
form being used or specially coded information, such as a pattern of data glyphs or a 
bar code, included in the form is transmitted with the image. The computer can be 
programmed to seek coded information at the location within the received image and 
use the coded information together with additional information to identify what kind of 
form has been sent and to determine what is to be done in response to the boxes 
checked by the user. Cass goes on to teach a new approach of using active elements 
to identify specially coded information that is unlimited in appearance and layout of 
forms they support. See column 2. Cass teaches using an identifier in the form of an 
active element to describe different portions of the document. Upon receiving the 
marked up document, Cass compares the first and second document to produce a 
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difference document that indicates the differences in various sub-components in the 
documents. See figures 10-12. 

In reference to claim 16, Cass teaches providing a scanned machine-readable 
code input to the processor. 

In reference to claim 18, Cass teaches making hard copies of the documents. 
See column 8, lines 20-29 and column 11, lines 20-26. 

In reference to claim 19, Cass teaches using active elements. A reference 
document has an associated set of active elements. The active elements are 
associated with at least one action. The active elements in the document is obtained 
and made available to the processor. Upon receiving a marked document instance, the 
document is indexed into the stored document collection. The image is then retrieved 
and the active elements are extracted (using mark extraction). The extracted marks are 
interpreted according to the nearby active elements. Cass teaches that an image of a 
marked document can be produced in a hardcopy document. The document can be 
coded with a machine-readable code such as a barcode that is used to index the 
document. See column 8, lines 20-29 and column 1 1 , lines 20-26. Cass teaches that 
typically paper-based systems utilize an identification number that uniquely corresponds 
to a particular type of form being used or specially coded information, such as a pattern 
of data glyphs or a bar code, included in the form is transmitted with the image. The 
computer can be programmed to seek coded information at the location within the 
received image and use the coded information together with additional information to 
identify what kind of form has been sent and to determine what is to be done in 
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response to the boxes checked by the user. Cass goes on to teach a new approach of 
using active elements to identify specially coded information that is unlimited in 
appearance and layout of forms they support. See column 2. Cass teaches using an 
identifier in the form of an active element to describe different portions of the document 
Since Cass teaches versioning documents based on the encoded active elements that 
determine variations in common documents, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to utilize different component- 
identifying codes to identify sub-components and versions of the subcomponents. 

In reference to claim 10, 12, and 20, Cass teaches presenting an Index of 
versions of similar documents to the user. Through the use of active elements, the user 
is able to indicate which portions require some sort of action including extraction from a 
database. See column 8. 

6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cass, US 
Patent 5,692,073, 1 1/25/97 in view of Belucci et al. , US Patent 5,913,542, 6/22/99 and 
Outwater et al. . US Patent 6,203,069, 3/20/01 . 

In reference to claim 6, Cass does not teach having a pattern which is either 
camouflaged or invisible to users for the identifier code; however, Belucci discloses a 
system in which the identification indicia are camouflaged. See figure 18. Furthermore, 
Outwater discloses a system in which the label has an invisible bar code that is invisible 
under certain light. See abstract. Since such features for data protection was well 
known and the art and it was common at the time of the invention to utilize such 
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protection when using identifiers, it would have been obvious to incorporate these 
features in the system of Cass. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cass . US 
Patent 5,692,073, 11/25/97 in view of Edensetal. . US Patent 6,249,716, 6/19/01. 

In reference to claim 9, Edens teaches a system for printing and finishing 
documents. Specifying the finishing and printing operations for a hard copy document 
is well known in the art of book printing. See columns 1-3. Since it was common to 
utilize such features in document processing, it would have been obvious to implement 
these features in the system of Cass that produces hard copy documents. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US Patent 6,327,599 Warmus et al. 1 2/4/01 
US Patent 6,104,834 Hull 8/15/00 
US Patent 4,985,930 Takedaetal. 1/15/91 
US Patent 6,192,165 Irons 2/20/01 
US Patent 5,806,078 Hug et al. 9/8/98. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachna Singh at 703.305.1952. The examiner can 
normally be reached on Monday-Friday from 8:00AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather Herndon, can be reached at 703.308.5186. 
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Any inquiry of a general nature or relating to the status of this application should 

be directed to the Group receptionist whose telephone number is 703.305.3900. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 



Hand-Delivered responses should be brought to Crystal park II, 2121 Crystal Drive, Arlington VA., Sixth Floor (Receptionist). 



After-Final 703.746.7238 
Official 703.746.7239 
Non-Official/Draft 703.746.7240 



Rachna Singh 
March 28, 2003 




